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DETAILED ACTION 

Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-16 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

In order for a method to be considered a "process" under §1 01 , a claimed 
process must either: (1) be tied to another statutory class (such as a particular 
apparatus) or (2) transform underlying subject matter (such as an article or materials). 
See Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Rook, 437 U.S. 584, 588 
n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972). If neither of these 
requirements is met by the claim, the method is not a patent eligible process under 
§101 and is non-statutory subject matter. With respect to independent Claims 1 and 1 1 , 
the claim language does not include the required tie or transformation and thus is 
directed to nonstatutory subject matter. Claims 2-10 and 12-16 are dependent and are 
rejected in a like manner. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-3, 5, 17, and 19 are rejected under 35 U.S.C. 102(b) as being 

anticipated by Newman, U.S. Patent Number 5,774,833 (hereinafter Newman). 

Examiner's Note: The Examiner has pointed out particular references contained in the 
prior art of record within the body of this action for the convenience of the Applicant. 
Although the specified citations are representative of the teachings in the art and are 
applied to the specific limitations within the individual claim, other passages and figures 
may apply. Applicant, in preparing the response, should consider fully the entire 
reference as potentially teaching all or part of the claimed invention, as well as the 
context of the passage as taught by the prior art or disclosed by the Examiner. 



Regarding Claims 1 and 17, Newman teaches a method (Abstract) and system (data 
store; computer operatively connected to data store; parsing program executable in the 
computer (column 1 , lines 64-65; Figure 2)), respectively, of analyzing a claim in a 
patent or patent application, comprising: a. retrieving a patent claim which has been 
rendered into a format parsable by a computer program into a computer memory 
(column 3, line 46 - column 4, line 9; Figure 1 ); b. parsing the claim into a set of 
discrete elements (column 1 1 , lines 22-67); c. categorizing each element in the set of 
elements according to a predetermined rule (column 11, 15-21); and d. storing a set of 
categorized elements in a data store (column 12, lines 43-45; Figure 2). 



Regarding Claim 2, Newman further teaches parsing further comprises at least one of 
(i) semantic indexing, (ii) latent semantic indexing, (iii) rules based parsing, or (iv) free 
form parsing (column 14, lines 9-24; Figure 7). 
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Regarding Claims 3 and 19, Newman further teaches wherein parsing further 
comprises: identifying each keyword set in each element, the keyword set comprising at 
least one of (i) a noun, (ii) an adjective and a noun, (iii) a verb, or (iv) an adverb and a 
verb (column 1 1 , lines 35-59). 

Regarding Claim 5, Newman further teaches the stored set of categorized elements is 
stored an interrogatable database (column 4, lines 19-20). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 4, 6-9, and 18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Newman in view of Won et al., U.S. Patent Number 7,054,856 B2 
(hereinafter Won). 

Regarding Claim 4, Newman does not explicitly teach wherein: each keyword set 
further comprises a modifier to categorize the keyword set, the modifier comprising at 
least one of (i) a modifier identifying the keyword set as a necessary keyword set or (ii) 
a modifier identifying the keyword set as a non-necessary keyword set. However, Won 
discloses separating significant words from unnecessary words (column 2, lines 1-8). It 
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would have been obvious to one of ordinary skill in the art at the time of the invention to 
modify Newman's invention with that of Won's capability to separate significant words 
from unnecessary words in order to efficiently and effectively evaluate the patent. 

Regarding Claim 6, Newman does not explicitly teach wherein the categorization 
attribute is at last one of (i) a necessary attribute, (ii) a non-necessary attribute, (iii) a 
useful attribute, (iv) a non-useful attribute, or (v) a correlation attribute. However, Won 
discloses removing useless characters (column 5, lines 1-7). It would have been 
obvious to one of ordinary skill in the art at the time of the invention to modify Newman's 
invention with that of Won's capability to remove useless characters in order to 
efficiently and effectively evaluate the patent. 

Regarding Claim 7, Newman does not explicitly teach a predetermined number of 
keyword sets are logically paired with at least one other keyword set. However, Won 
discloses a matching module wherein certain words are matched with other words in the 
patent (column 5, line 49 - column 6, line 7). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to modify Newman's invention with 
that of Won's capability to match or pair certain words or keywords in order to be able to 
evaluate the patent. 

Regarding Claim 8, Newman does not explicitly teach categorizing further comprises 
correlating each element with at least one category in a database of categories. 
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However, Won discloses classification is performed with data matched with the current 
inside database (column 6, lines 1-7). It would have been obvious to one of ordinary 
skill in the art at the time of the invention to modify Newman's invention with that of 
Won's capability to categorize or classify the data in order to be able to evaluate the 
patent. 

Regarding Claims 9 and 18, Newman does not explicitly teach assigning a rating weight 
to each categorized element. However, Won discloses calculating a weight value per 
word (column 5, lines 27-36). It would have been obvious to one of ordinary skill in the 
art at the time of the invention to modify Newman's invention with that of Won's 
capability to assign weighted values in order to have a basis for evaluating the patent. 

6. Claims 11-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Barney et al., U.S. Patent Number 6,556,992 B1 (hereinafter Barney) in view of 
Newman. 

Regarding Claim 11, Barney teaches a method of analyzing a patent against a portfolio 
of patents, comprising generating a rating of each claim of the predetermined set of 
claims of the selected patent using a predetermined weighting rule (column 25, lines 52- 
67; Figure 1 1 ). Barney does not explicitly teach initializing a portfolio of patents in an 
interrogatable format; selecting a patent from the portfolio of patents for analysis; and 
parsing each of a predetermined set of claims of the selected patent into a set of 
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elements. However, Newman discloses initializing a patent in an interrogatable format 
(column 3, line 46 - column 4, line 9; Figure 1); selecting a patent from the plurality of 
patents for analysis (column 2, lines 36-49); and parsing each of a predetermined set of 
claims of the selected patent into a set of elements (column 1 1 , lines 22-67). It would 
have been obvious to one of ordinary skill in the art at the time of the invention to modify 
Barney's invention with that of Newman's capabilities to prepare or initialize the patents 
into the proper format for analysis and then to select one of interest to continue the 
analysis in order to be able to effectively evaluate the patent. 

Regarding Claim 12, Barney further teaches the rating is generated according to a 
database of functions (column 11, lines 38-59; column 12, lines 36-39). 

Regarding Claim 13, Barney further teaches using a predetermined rule to identify a 
best claim of the predetermined set of claims of the patent (column 25, lines 52-67; 
Figure 11). 

Regarding Claim 14, Barney further teaches sorting the rated claims according to a rate 
sorting rule (column 25, lines 52-67; Figure 11). 

Regarding Claim 1 5, Barney further teaches the rate sorting rule comprises at least one 
of (i) a sort based on a rating and on a number of elements present in each claim of the 
patent, (ii) a sort based on a rating and on a number of elements present in each claim 
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of the selected patent where the elements are further marked as necessary or non- 
necessary, or (iii) a sort based on a rating and on a number of elements present in each 
claim of the patent where the elements are further marked as useful or non-useful 
(column 12, lines 7-39; column 25, line 52 - column 26, line 40). 

Regarding Claim 16, Barney teaches that the patents comprise issued patents and 
patent applications (column 1 1 , lines 30-31 ). 

7. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Newman in view of Davies et al., U.S. Patent Application Publication Number 
2003/0172020 A1 (hereinafter Davies). 

Regarding Claim 10, Newman does not explicitly teach filtering a claim based on the 
categorized elements, filtering further comprising logically marking only those 
categorized elements which meet a predetermined rule for the filtering. However, 
Davies discloses intellectual assets that can be filtered by using common criteria 
([0127], Figure11). 

8. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Newman in view of Barney. 
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Regarding Claim 20, Newman does not explicitly teach a database of language 
equivalents useful to correlate a keyword set in a first expression to a keyword set in a 
second expression. However, Barney discloses a database of language equivalents 
useful to correlate a keyword set in a first expression to a keyword set in a second 
expression (column 21 , lines 1-5). It would have been obvious to one of ordinary skill in 
the art at the time of the invention to modify Newman's invention with that of Barney's 
capability of matching or correlating synonyms in order to efficiently evaluate the patent. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DEBRA ANTONIENKO whose telephone number is 
(571 )270-3601 . The examiner can normally be reached on Monday through Thursday, 
7:30 AM to 4:00 PM, EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Janice Mooneyham can be reached on 571-272-6805. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

DA 

/Janice A. Mooneyham/ 

Supervisory Patent Examiner, Art Unit 3689 



